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REMARKS 

Summary of the Office Action 

Claims 1-4 stand rejected under 35 U.S.C. § 102(b) as being anticipated by Japanese 
Publication No. 2000-214316 to Murashima et al . 

Claims 1, 3, 4 and 31 stand rejected under 35 U.S.C. § 102(e) as being anticipated by 
U.S. Patent Application Publication No. US2003/0063884 Al to Smith et al . 

Summary of the Response to the Office Action 

Applicants and Applicants' representative thank the Examiner for the courtesies extended 
to Applicants' representative during the personal interview on October 4, 2005. The substance 
of the interview will be set forth in the following remarks pertaining to the 35 U.S.C. § 102 
rejections. 

Claim 1 has been amended to more particularly point out and distinctly claim the subject 
matter which the Applicants regard as their invention. Claims 39-50 have been cancelled 
without prejudice or disclaimer. New claim 51 has been added. Claims 5-30 and 32-38 remain 
non-elected in response to an election requirement dated December 6, 2004. Accordingly, 
claims 1-4, 31 and 51 are presently pending for further consideration on the merits. 

All Claims Comply with 35 U.S.C. § 102 

Claims 1-4 stand rejected under 35 U.S.C. § 102(b) as being anticipated by Japanese 
Publication No. 2000-214316 to Murashima et al . To the extent that the Examiner may consider 
this rejection to still apply to independent claim 1, as amended, the rejection is respectfully 
traversed as being based upon a reference that does not anticipate the combination of features 
now recited in independent claim 1 . For example, claim 1 now recites, amongst other features, 

7 

DC I40333vl 55219-OOOlOPLOl 



Application No.: 10/686,126 Docket No.: 55219-OOOlOUSPT 

the feature of "a scattering core that receives the high power optical energy at an end of the 
scattering core and scatters the high powered optical energy along a length of the scattering core 
within the optical terminator." As explained during the October 4, 2005 personal interview, 
Applicants respectfully assert that Murashima et al. does not anticipate at least this feature. 

As set forth during the October 4, 2005 personal interview, Murashima et al. discloses an 
apparatus that uses optical energy to create a diffraction grating in a fiber 12, which has a core 
14, rather than an optical terminator. Applicants respectfully submit that the optical energy 1 1 in 
Murashima et al. first travels along a waveguide 52, which is arranged perpendicularly with 
respect to the length of the core 14. Next, the optical energy 1 1 passes through a length of core 
14 in the optical fiber 12 and is then absorbed within an absorption box 53 on the other side of 
the optical fiber 12. Further, Applicants respectfiiUy submit that the core 14 is not within the 
absorption box. Thus, Applicants respectfiilly assert that the core 14 of Murashima et al. does 
not receive the optical energy at an end of the core nor does the core 14 Murashima et al. scatter 
the optical energy along a length of the core within the absorption box. In view of this argument 
and amendments to claim 1, the Examiner indicated in the October 4, 2005 personal interview 
that claim 1, as amended, distinguishes over Murashima et al. but further search of claim 1, as 
amended, is required. 

Claims 1, 3, 4 and 31 stand rejected under 35 U.S.C. § 102(e) as being anticipated by 
U.S. Patent Application Publication No. US2003/0063884 Al to Smith et al . This rejection is 
respectfiilly traversed as being based upon a reference that does not anticipate the combination 
of features recited in independent claims 1 and 31. For example, claim 1 recites, amongst other 
features, the feature of "an absorbing layer at least partially surrounding the scattering core to 
absorb the high power optical energy scattered by the scattering core; and a thermal barrier 
between the scattering core and the surrounding absorbing layer." In another example, claim 31 
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recites, amongst other features, the feature of "a fiber having a scattering core and a transparent 
cladding, the fiber being positioned within the heat sink cap such that a thermal barrier is 
maintained between the optical absorbing layer and the cladding of the fiber." As explained 
during the October 4, 2005 personal interview. Applicants respectfully assert that Smith et al. 
does not anticipate at least these features. 

As set forth during the October 4, 2005 personal interview, Smith et al. fails to disclose a 
thermal barrier between the optical absorbing layer and the core. Applicants respectfully submit 
that FIG. 13 of Smith et al . discloses a core 22 with a cladding 24. FIG. 13 of Smith et al. also 
discloses a heat sink 112. Applicants respectfully assert that Smith et al. fails to disclose that 
that the cladding 24 is transparent. At line 4, paragraph [0104] of Smith et al. the cladding 24 is 
described as reflective. Accordingly, Applicants respectfully submit that the heat sink 1 12 of 
Smith et al. can not be an optical absorbing layer because the cladding 24 of Smith et al. is not 
transparent. Applicants also respectfully assert that Smith et al. fails to disclose a thermal barrier 
between the cladding 24 and the heat sink 1 12 of Smith et al. because the heat sink 1 12 is 
directly on the cladding 24. In view of these arguments, the Examiner indicated in the October 
4, 2005 personal interview that claims 1 and 31 distinguishes over Smith et al . 

For at least the above reasons. Applicants respectfully assert that all of the pending 35 
U.S.C. § 102 rejections of claims 1 and 31 are improper. Moreover, dependent claims 2-4 are 
allowable for the same reasons as discussed above with regard to claim 1, as amended, and for 
the additional features that they recite. Accordingly, Applicants respectfully request that all of 
the pending 35 U.S.C. § rejections be withdrawn and that claims 1-4 and 31 be allowed. 
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New Claim 51 is Allowable Over the Prior Art Of Record 

Claim 51 is readable on Species I as set forth in the December 6, 2004 election 
requirement. Claim 51 recites, amongst other features, "a thermal barrier positioned between the 
optical energy absorbing layer and the transparent cladding." As discussed above with regard to 
the rejections of claims 1 and 31, none of the prior art of record a least discloses this feature in 
combination with the other features of claim 51. Accordingly, Applicants respectfully submit 
that new claim 51 is allowable over the prior art of record. 

Claims 5-19 Allowable If Claim 1 Allowed 

Claims 5-19 are presently non-elected. Claims 5-19 are ultimately dependent upon 
independent claim 1, as amended. Thus, Applicants respectfully assert that amended 
independent claim 1 is generic to claims 5-19. Further, claims 5-19 are fully embraced by 
amended independent claim 1 because they are dependent upon amended independent claim 1 . 
MPEP 809.02(c)(b)(l) states ..that claims drawn to the nonelected species are no longer 
withdrawn since they are fully embraced by the allowed generic claim." Accordingly, 
Applicants respectfully submit that if amended independent claim 1 is allowed, claims 5-19 are 
allowable. 

Claims 32-38 AUowable If Claim 31 Allowed 

Claims 32-38 are presently non-elected. Claims 32-38 are ultimately dependent upon 
independent claim 3 1 . Thus, Applicants respectfully assert that independent claim 3 1 is generic 
to claims 32-38. Further, claims 32-38 are fiiUy embraced by independent claim 3 1 because they 
are dependent upon claim 3 1 . MPEP 809.02(c)(b)(l) states . .that claims drawn to the 
nonelected species are no longer withdrawn since they are fully embraced by the allowed generic 

10 

DC 140333vl 55219-OOOlOPLOl 



Application No.: 10/686,126 Docket No.: 55219-OOOlOUSPT 

claim." Accordingly, Applicants respectfully submit that if independent claim 31 is allowed, 
claims 32-38 are allowable. 

Claims 20-30 Are Generic to All Species 

Claims 20-30 are method claims that are presently non-elected. Applicants respectfully 
submit that these method claims are generic to all of the species listed in the December 6, 2004 
election requirement. No explanation was made in the December 6, 2004 election requirement 
as to how these method claims can somehow be directed only toward a distinct species. For this 
reason, Applicants respectfully submit that the December 6, 2004 election requirement of 
method claims 20-30 is improper. 
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CONCLUSION 



In view of the foregoing, Applicants respectfully requests reconsideration and the timely 
allowance of the pending claims. Should the Examiner feel that there are any issues outstanding 
after consideration of the response, the Examiner is invited to contact the Applicants' 
undersigned representative to expedite prosecution. 

If there are any other fees due in connection with the filing of this response, please 
charge the fees to our Deposit Account No. 10-0447. If a fee is required for an extension of time 
under 37 C.F.R. 1.136 not accounted for above, such an extension is requested and the fee 
should also be charged to our Deposit Account, 

Dated: October 17, 2005 Respectfully submitted, 
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